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REMARKS 

Claims 1, 6-15, 26, 31-40, 51, 62-63, 65-67, 69-77, 79-81, and 83-88 are pending in tliis 
application. According to tlie April 17, 2008 Office Action, claims 1, 6-15, 26, 31-40, 51, 62-63, 
65-67, 69-77, 79-81, and 83-88 are rejected. 

Although we do not agree with the rejection of the claims under 35 U.S.C. § 1 12, second 
paragraph, we have amended dependent claims 34-36 and 40 to expedite prosecution of the 
Application. In addition, we have canceled dependent claims 14 and 39. Accordingly, the 
following claims are under consideration: 

• Independent claims 1, 26, 51, and 88. 

• Dependent claims 6-13, 15, 31-38, 40, 62-63, 65-67, 69-77, 79-81, and 83-87. 
We respectfully request that this Amendment be entered as the claim amendments raise 

no new issues, and will place the application in condition for allowance. However, if the 
Examiner is not persuaded that the application is now in condition for allowance, we respectfully 
request this amendment be entered to place the application in better condition for appeal. 

I. RESPONSE TO THE REJECTION OF THE CLAIMS UNDER 35 U.S.C § 103(a) 
AS BEING UNPATENTABLE OVER LI IN VIEW OF KEITH 

At paragraph 3 pages 4-11 of the Office Action, claims 1, 9, 11, 13-14, 26, 34, 36, 38-39, 
51, 62, 65, 69-73, 76, 79, 83-84, 86, and 88 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Li et al, U.S. Patent Application Publication No. 2002/0194107 (hereinafter 
Li) in view of Keith, U.S. Patent Application Publication No. 2004/0236614 (hereinafter Keith ). 
As indicated, dependent claims 14 and 39 have been canceled. The Examiner fails to establish a 
prima facie case of obviousness of any of the claims. 

A. The Examiner Fails to Establish a Prima Facie Case of 
Obviousness of Independent Claims 1, 26, 51, and 88 

Independent claiml (and similarly, independent claims 26, 51, and 88) recites in part: 

determining a VWAP price based at least in part on: 

(i) the collected trade prices and trade sizes, and 

( ii) the collected sizes and prices associated with the 
matched VWAP orders; 
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In rejecting claim 1, the Examiner asserts in part: 

Though Li does not expHcffly discbse determining a VWAP prsce based at least in 

part 00: iiie co^tected sizes and prices associated w'Wh the matched VWAP orders, it 

woufd have been obvious to one of ordinary si<il^ in the ari at the ipie of Ihe invention to 

have modified U to have determined the VWAP In this manner, because doing such 

woufd not change the VWAP caiculatfon result. Since the VWAP orders are placed at 

the VWAP pH^lce, these onders would not alter Ihe resull of the calcufation of the VWAP 

price. Put another way, if the calculated VWAP price for an item is $2S, an inttnite 

nymber of ofdars at $25 could be added to the VWAP cafcyiatioHs and the vWAP would 

always be $25, regandtess of the quantities of the osriers. Accordingly, sSnce the 

determinatbn of a VWAP pdee based irs part on VWAP orders would have yielded a 

predictable result, such a modlflcatton mml6 have been obvious. 

(Office Action , page 6). 

The Examiner appears to reject claim 1 on the rational set forth in MPEP § 2143 (A), 
which states in part: 

A. Combining Prior Art Elements According to Known Methods To Yield 
Predictable Results 

To reject a claim based on this rationale, Office personnel must resolve the 
Graham factual inquiries. Then, Office personnel must articulate the following: 

(1) a flnding that the prior art included each element claimed, although not 

necessarily in a single prior art reference, with the only difference between 
the claimed invention and the prior art being the lack of actual combination of 
the elements in a single prior art reference; 

(2) a finding that one of ordinary skill in the art could have combined the 
elements as claimed by known methods, and that in combination, each 
element merely performs the same function as it does separately; .... 

The rationale to support a conclusion that the claim would have been obvious 
is that all the claimed elements were known in the prior art and one skilled in 
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the art could have combined the elements as claimed by known methods with 
no change in their respective functions, and the combination yielded nothing more 
than predictable results to one of ordinary skill in the £irt. 

(MPEP § 2143 (A)) (bold emphasis added). 

In other words, assuming, arguendo, that an obviousness rejection may be based on such 
a rational, the Examiner must at least show (i) that "all the claimed elements were known in the 
prior art," and (ii) that "one skilled in the art could have combined the elements as claimed" The 
Examiner fails to provide all the factual findings called for by the MPEP and in particular, fails 
to show that "all the claimed elements were known in the prior art." Specifically, the Examiner 
appears to assert that Ii discloses "determining a VWAP price based at least in part on: (i) the 
collected trade prices and trade sizes," but acknowledges that neither Ii nor Keith discloses 
"determining a VWAP price based at least in part on: ... ( ii) the collected sizes and prices 
associated with the matched VWAP orders, " as called for by MPEP § 2143 (A). Without such 
factual findings there is no prima facie case of obviousness of independent claiml (and similarly, 
independent claims 26, 51, and 88). 

B. There is no Basis for the Examiner Giving Little 
Patentable Weight to Limitations of Independent 
Claims 1. 26. 51. and 88 

In rejecting independent claiml (and similarly, independent claims 26, 51, and 88), the 
Examiner asserts in part: 

The ExamSneF notes tttat She limjtattons concerning exlemal orders have absolutely 
no bearing on: the ste^ perlormed in the cteim and are therefore atofded Htlla 

patentable v^eight. 
(Office Action , page 6). 

There is no basis in law or the rules for the Examiner's statement and more specifically, 
the Examiner's statement is completely contrary to the MPEP, which states in part: 
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2143.03 All Claim Limitations Must Be Considered 

'AH words in a claim must be considered in judging the patentability of that claim 
against the prior art.' In re Wilson, 424 F.2d 1382, 1385, 165 USPQ 494, 496 
(CCPA 1970). 

(MPEP § 2143.03). 

If the Examiner wishes to maintain a rejection of the claims and continue to "afford little 
patentable weight" to the above noted limitations of the claims, the Exziminer is requested to 
provide some basis in law or the rules for such an interpretation of the claims. 

C. Dependent Claims 9. 11. 13. 34. 36. 38. 62. 65. 69-73. 76. 79. 83-84. and 86 

Dependent claims 9, 11, 13, 34, 36, 38, 62, 65, 69-73, 76, 79, 83-84, and 86 depend from 
independent claims 1, 26, and 51 and as such, the Examiner fails to establish a prima facie case 
of obviousness of these claims for at least the same reasons as set forth above for claims 1, 26, 
and 51. 

In addition, regarding the Examiner's assertions at page 8 of the Office Action with 
respect to claims 11 and 36, we again reiterate our remarks as presented at pages 26 and 27 of the 
January 23, 2008 Amendment/Submission. 

II. RESPONSE TO THE REJECTION OF THE CLAIMS UNDER 35 U.S.C. § 103(a) 
AS BEING UNPATENTABLE OVER LI IN VIEW OF KEITH. WAGNER. 
HUGHES, and FRIEDLAND 

At paragraphs 4-6 pages 12-16 of the Office Action, claims 6-8, 15, 31-33, and 40 are 
rejected under 35 U.S.C. § 103(a) as being unpatentable over Li in view of Keith , and in further 
view of Wagner, U.S. Patent 4,980,826 (hereinafter Wagner) , claims 10, 12, 35, and 37 are 
rejected under 35 U.S.C. § 103(a) as being unpatentable over lA in view of Keith , and in further 
view of Hughes et al., U.S. Patent Application Publication No. 2003/0225673 (hereinafter 
Hughes ), and claims 63, 66-67, 74-75, 77, 80, 81, 85, and 87 are rejected under 35 U.S.C. 
§ 103(a) as being unpatentable over Li in view of Keith , and in further view of Friedland et al., 
U.S. Patent Application Publication No. 2002/0174060 (hereinafter Friedland ). 



02-1071_080617_RS 



15 



Application Serial No.: 10/678,582 
Attorney Docket No.: 02-1071 
(note new docket number) 

Because these claims depend from independent claims 1, 26, and 51, the Examiner fails 
to establish a prima facie case of obviousness of these claims for at least the same reasons as set 
forth above for claims 1, 26, and 51. 

In addition, regarding the Examiner's assertions at page 13 of the Office Action with 
respect to Wagner , we again reiterate our remarks as presented at page 28 of the January 23, 
2008 Amendment/Submission. 

III. RESPONSE TO THE REJECTION OF CLAIM 11 UNDER 35 U.S.C. § 112. 
FIRST PARAGRAPH 

At paragraph 1 page 2 of the Office Action, the Examiner maintains the rejection of claim 
11 under 35 U.S.C. § 1 12, first paragraph, as failing to comply with the written description 
requirement. In particular, making reference to the January 23, 2008 Amendment/Submission the 
Examiner states in part: 

Applicant's arguments, with respect to the 35 U.S.C. 112, first paragraph rejection of 

claim 11 have been fyiy considered, but they Bm mi persuasive, Appycant asserts lhat 
mm paragraph [00481 disctoses multtple VWAP sesstons In a given cJay and paragraph 
100651 discloses that a trB(^Br may place a rocurrtng order each day, the specification 

discloses placing a recun-ing order in nor^-consecytsva auctions. However, the 
paragraphs refer to different embodiments, and thus, there is no disclosure of a 
recurring orcter in non-ocnsecutlve auctions. 

(Office Action , page 17). 

Contrary to the Examiner's statements, paragraphs [0048] and [0065] do not refer to 
different embodiments. Rather, paragraph [0048], making reference to Figure 4, discloses that 
multiple VWAP auction sessions may be provided in a given day. Paragraphs [0057] through 
[0068], making reference to Figure 6, disclose a VWAP trading process and in particular, 
paragraph [0058] makes specific reference to Figure 4. 

Specifically, paragraphs [0048], [0057], [0058], and [0065] of the Specification are 
reproduced in part below. 
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[0048] As shown in FIGS. 3 and 4, in response to a trader selecting 
to trade on the VWAP in preference field 336, a window 402 may 
appear that provides a trader with the ability to select an available 
VWAP auction. In this example, each available VWAP auction is 
listed by its coixesponding VWAP auction period. As used herein, 
the VWAP auction period is the time period in which traders may 
enter VWAP bids or orders. As shown in FIG. 4, window 402 
shows that there are four available VWAP auctions that the 
trader may enter. In this example, the VWAP auction session is 
identified by the VWAP auction open time and the VWAP 
auction close time. The trader may select one of the available 
VWAP sessions: 7:30-8:00, 10:00-11:00, 9:00-15:00, or 7:00 on 
June 26 to 15:00 on June 27. 

[0057] One embodiment of a VWAP trading process that may be 
used to provide VWAP auctions in accordance with the principles 
of the present invention is illustrated in FIG. 6.... 

[0058] At step 620, a trader may initiate a trade at the VWAP price 
(e.g., place an offer to sell or buy an item). As shown in FIGS. 3 
and 4, the trader may select from a list of available VWAP 
auction sessions. In response to selecting an available VWAP 
auction session, the trader has a predetermined amount of time to 
place bids and/or offers. As shown in FIG. 4, the trader is 
prompted to enter a symbol name (e.g., usg.sub.--10Y VWAP) and 
a size. In some embodiments, a trader may also enter a spread to 
the calculated VWAP price. For example, the trader may be 
permitted to enter a bid or an offer at some increment to the 
calculated VWAP price. 

[0065] In response to matching the VWAP orders, the electronic 
trading application cancels the VWAP orders that are not matched 
at step 650. In some embodiments, VWAP orders that are not 
matched may be rolled over to another VWAP session on the same 
item. In other embodiments, a trader may place a recurring 
VWAP order such that the VWAP order is placed each day for 
a specific VWAP auction session. For example, a trader may 
enter an order to buy 150 million 2 Year U.S. Treasury bonds at 
the VWAP price each day for a particular VWAP auction 
session until the VWAP order is filled. In some embodiments, the 
recurring VWAP order may be placed every day until the trader 
cancels the recurring order. 

(emphasis added) ( Specification , paragraphs [0048], [0057], [0058], and [0065]). 
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Paragraph [0048], making reference to Figure 4, discloses that a trader may select from 
multiple VWAP auction sessions provided in a given day. Paragraphs [0057] through [0068], 
making reference to Figure 6, further disclose a VWAP trading process. As part of this process, 
a trader may select from a list of available VWAP auction sessions provided in a given day, as 
disclosed by paragraph [0058], which again makes reference to Figure 4. As part of this process, 
a trader may also place a recurring VWAP order each day for a specific/particular VWAP 
auction session, as disclosed by paragraph [0065]. 

Accordingly, paragraphs [0057] through [0068] disclose a VWAP trading process in 
which a trader may select from a list of available VWAP auction sessions provided in a given 
day, and further disclose that a recurring VWAP order may be placed each day for a 
specific/particulai- VWAP auction session. By placing a recurring VWAP order each day for a 
specific/particular VWAP auction session, the recurring VWAP order is not being placed in 
certain other auction sessions provided in a given day and is therefore being placed in "non- 
consecutive auctions," as recited by claim 11. 

Accordingly, we respectfully request withdrawal of the rejection of claim 11 under 
35 U.S.C. § 112, fkst paragraph, 

IV. RESPONSE TO THE REJECTION OF THE CLAIMS UNDER 35 U.S.C. § 112. 
SECOND PARAGRAPH 

At paragraph 2 page 3 of the Office Action, claims 36 and 40 are rejected under 
35 U.S.C. § 112, second paragraph, as being indefinite. We respectfully submit that the form of 
claims 36 and 40 is proper. In particular, claims 36 and 40 recite additional limitations of the 
instructions and the at least one processor of claim 26 (e.g., additional functionality provided by 
the instructions and the at least one processor of claim 26), thereby further limiting claim 26 in 
accordance with 35 U.S.C § 112, fourth paragraph. 

Nonetheless, to expedite prosecution of the application, we have amended claims 36 and 
40 to recite ''further comprising instructions" rather than "the instructions." We have similarly 
amended claims 34 and 35. 

Accordingly, we respectfully request withdrawal of the rejection of the claims under 
35 U.S.C. § 112, second paragraph. 
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V. CONCLUSION 

In view of the foregoing, we respectfully request withdrawal of the Final Rejection, entry 
of this amendment, and favorable reconsideration and allowance of the claims. We earnestly 
believe that this application is now in condition to be passed to issue, and such action is also 
respectfully requested. However, if the Examiner deems it would in £iny way facilitate the 
prosecution of this application, the Examiner is invited to telephone our undersigned 
representative at 212-294-7733. 



Respectfully submitted, 

/Glen R. Farbanish/ 

June 17. 2008 

Date Glen R. Farbanish 

Reg. No. 50,561 
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